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Seminar: Outsourcing forSeminar: Outsourcing for
MedicalMedical DeviceDevice CompaniesCompanies

IntellectualIntellectual propertyproperty whenwhen workingworking withwith anan externalexternal PartnerPartner

Erik Krahbichler, European PatentErik Krahbichler, European Patent AttorneyAttorney,,
KrahbichlerKrahbichler IntellectualIntellectual PropertyProperty AdvisorsAdvisors ABAB

Thomas Mathiasen, TMThomas Mathiasen, TM--InnovationInnovation
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IntroIntro

About us:About us:
Erik Krahbichler: Solid background in the field of MedicalErik Krahbichler: Solid background in the field of Medical
TechnologyTechnology

Thomas Mathiasen: Innovation and technologyThomas Mathiasen: Innovation and technology developmentdevelopment, IP, IP
strategystrategy atat a.oa.o.. NovoNovo Nordisk,Nordisk, FossFoss,, PlougmannPlougmann & Vingtoft& Vingtoft

AboutAbout the marketthe market
MedicalMedical DevicesDevices:: competitivecompetitive market,market, importantimportant to beto be preparedprepared..
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RoadmappingRoadmapping -- Planning for the FuturePlanning for the Future

Time

Market M 1 M 2

Product
P 1 P 2 P 3

P 4

Technology
T 1

T 3 T 4

T 2

R&D
programmes

RD 1 RD 2 RD 4 RD 6

RD 3 RD 5

Resources
IPR

Staff / skills
Supply chain

Ref: R. Phaal, Cambridge University
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EvenEven thethe ChineseChinese thinkthink strategicstrategic IPIP
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IssuesIssues ofof SecrecySecrecy andand securingsecuring
rightsrights atat externalexternal collaborationcollaboration andand
outsourcingoutsourcing

CollaborationCollaboration
UniversitiesUniversities
ResearchResearch collaborationcollaboration
NetworkNetwork

OutsourcingOutsourcing
((Far)eastFar)east
SubSub--supplierssuppliers

ElementsElements
SecrecySecrecy
ContractsContracts
AgreementsAgreements
IPRIPR

PatentsPatents
TrademarksTrademarks
DesignDesign
CopyrightCopyright
……..
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CrucialCrucial elements in outsourcingelements in outsourcing
whichwhich maymay causecause problemsproblems youyou
wantwant toto avoidavoid

International

Local

In-house

IP Services

D
e
v
e
lo

p
m

e
n

t

Productio
n

Prosecution - local IP right
IP Protection
Tradition for copying
Physical / Intangible
Licensing

Language
Contacts
Distance
IP Practice

Publications
Foreign filing licenses
Assignments
Local IP tradition
Ownership
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WhenWhen outsourcingoutsourcing
developmentdevelopment……..

PublicationsPublications –– not prior tonot prior to patentingpatenting
ForeignForeign filingfiling licenseslicenses
AssignmentsAssignments toto securesecure ownershipownership of IPof IP
LocalLocal IP traditionIP tradition
AgreementsAgreements coveringcovering OwnershipOwnership of IPof IP
ClauseClause for handling of (potential)for handling of (potential) conflictsconflicts
LocalLocal lawlaw
DocumentationDocumentation for IP andfor IP and approvalapproval
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WhenWhen outsourcingoutsourcing
ProductionProduction……

ProsecutionProsecution -- locallocal IP rightIP right
IPIP ProtectionProtection
Tradition forTradition for copyingcopying
TangibleTangible // IntangibleIntangible productsproducts
LicensingLicensing Out,Out, LicensingLicensing InIn
ApprovalApproval processesprocesses,, e.ge.g. FDA. FDA
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WhenWhen outsourcing IPoutsourcing IP
ServicesServices……

LanguageLanguage
ContactsContacts
Distance / time zonesDistance / time zones
IPIP PracticePractice
Timing of filing IPTiming of filing IP –– SynchronizedSynchronized withwith
approvalapproval processesprocesses,, productproduct
developmentdevelopment cyclecycle, outsourcing, outsourcing
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WhatWhat youyou shouldshould dodo

Be PreparedBe Prepared...... ““the meaning of the mottothe meaning of the motto
is that a scout must prepare himself byis that a scout must prepare himself by
previous thinking out and practicing howprevious thinking out and practicing how
to act on any accident or emergency soto act on any accident or emergency so
that he is never taken by surprise.that he is never taken by surprise.””
Robert BadenRobert Baden--PowellPowell

Talk to yourTalk to your advisoradvisor wellwell inin advanceadvance
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ContactContact

Erik Krahbichler:Erik Krahbichler:
www.ipadvisors.euwww.ipadvisors.eu
erik@ipadvisors.euerik@ipadvisors.eu
Tel.    +46 42 400 0331Tel.    +46 42 400 0331

Thomas MathiasenThomas Mathiasen
www.TMwww.TM--Innovation.dkInnovation.dk
thomas@tmthomas@tm--innovation.dkinnovation.dk
Tel.Tel. +45 2170 8672+45 2170 8672


